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Question/comment submission

• To send in questions or comments during 
the webinar, please email:
– PTABBoardsideChat@uspto.gov
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Agenda

• Where to include technology descriptions
• Tips for addressing technology descriptions
• Examples of effective visuals
• Handling technology descriptions at the oral 

hearing
• Panel question-and-answer
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• Not a district court trial – no jury
• Decided by a panel of three APJs

– APJs with technical background and experienced in 
patent law

– At least a bachelor’s degree in engineering or science
• Paper record primarily
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Who is your audience?



Timeline of an AIA proceeding
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Where to include technology 
descriptions



Petition
• Sections of a petition

– Background
– Separate technology review
– Overview of patent
– Summary of prior art
– Claim construction

• Others possible places where technology may be addressed
– Applying prior art to claims
– Explanation of combination of references
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Expert declaration

• Include a background technology tutorial
– Define/explaining technical terms and concepts
– Expanding on technology in the patent/prior art/argument 
– Discussing additional references/materials
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• Different goals for patent owner preliminary response (POPR) and 
patent owner response
– POPR is optional and may have dual purposes

• Explain why trial should not be instituted (e.g., discretionary 
denials); and 

• Address the merits (e.g., missing claim elements, motivation to 
combine)

– Provide technology background similar to petition

– Response has a more singular purpose to address the merits
• Focus on technology as needed to address the merits
• More focus on holes in petitioner’s argument

Preliminary Response and Response
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Reply and Sur-reply

• Focus on disputed issues
• Concentrate on the relevant evidence to support arguments
• Highlight inconsistencies in arguments
• May include declaration with additional technology descriptions and 

figures
• Can discuss deposition testimony
• Last chance to include figures/subject matter that might be used as 

demonstratives
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Question/comment submission

• To send in questions or comments during 
the webinar, please email:
– PTABBoardsideChat@uspto.gov
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Recent Requests for Comments
Requests for Comments on 

• Expanding Admission Criteria for Registration to Practice in 
Patent Cases Before the USPTO

• Expanding Opportunities To Appear Before the Patent Trial and 
Appeal Board

• Published on October 18, 2022
• Comments will be accepted through January 17, 2023
• Federal Register:

– https://www.federalregister.gov/documents/2022/10/18/2022-22572/expanding-
opportunities-to-appear-before-the-patent-trial-and-appeal-board

– https://www.federalregister.gov/documents/2022/10/18/2022-22569/expanding-admission-
criteria-for-registration-to-practice-in-patent-cases-before-the-united-states
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Tips for addressing technology 
descriptions



Using modified/annotated figures

• Highlighting and/or labeling
• Adding arrows and descriptors
• Color coding to match claim elements
• Combining figures from different references to show a 

combination
• Creating new diagrams to show operation of patent or 

prior art
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Are the visuals effective in these 
examples?



Example 1
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Example 2

18



Example 2
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Example 2
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Example 2
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Example 3
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Example 4  (claim)
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Example 4 (prior art disclosures)
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KR ‘645EP ‘721

N-[4-(4- {[3-[(anilinocarbonyl)(butyl)amino]-4-
(3-fluorophenyl)pyrrolidin- yl]methyl} 
phenoxy)phenyl] methanesulfonamide.



Example 4 (claim chart) 
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Example 5
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Question/comment submission

• To send in questions or comments during 
the webinar, please email:
– PTABBoardsideChat@uspto.gov
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USPTO Director review 
• The USPTO has published information on the Director review 

process to increase openness as it formalizes the process
• Details on the interim process and suggestions for parties who wish 

to request Director review
https://www.uspto.gov/patents/patent-trial-and-appeal-
board/interim-process-director-review

• Status of Director review requests 
– Information about the proceedings in which Director review has been granted
– Monthly updated spreadsheet with the status of all Director review requests 

https://www.uspto.gov/patents/patent-trial-and-appeal-
board/status-director-review-requests
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How should technology 
description be handled at the oral 
hearing?



Oral hearing

• At this stage, panel is very familiar with the record 
• General technology overview typically not helpful
• Focused discussions on disputed technical issues can be helpful
• Demonstratives limited to what is already of record
• Type of hearing: virtual or in-person 
• Showing animation and video require advance approval
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Demonstratives
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• Demonstratives must be filed no later than the time of 
the hearing (can be modified) 

• PTAB hearing rooms contain a document camera 
projector and laptop projector 

• Parties must provide their own laptop 
• Currently, PTAB has HDMI, VGA, and Mac connections 

only
• Different judges use demonstratives differently



Example 1
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Example 2
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Example 3
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Example 4
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Example 5
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Takeaways
• Many ways to effectively describe the technology 
• Most effective way may depend on (i) the technology 

itself or (ii) the issues presented in the pleadings
• Focus on describing the technology that is important; 

discuss related technology, as needed
• Make effective use of expert declarations
• Oral hearings should not be technology tutorials
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Question/comment submission

• To send in questions or comments during 
the webinar, please email:
– PTABBoardsideChat@uspto.gov
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Next Boardside Chat

• Register for and learn about upcoming 
Boardside Chats, and access past Boardside 
Chats at: 

https://www.uspto.gov/patents/ptab/ptab-
boardside-chats
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