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Agenda

• SOP2-related forms
– PTAB anonymous decision nomination form
– POP request amicus form

• MTA pilot program preliminary results
• Multiple Petitions Study Update
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Question/comment submission

• To send in questions or comments during 
the webinar, please email:
– PTABBoardsideChat@uspto.gov
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SOP2-related forms



Standard operating procedure 2 
(SOP2), revision 10 
• Created a Precedential Opinion Panel (POP) to rehear matters of 

exceptional importance involving policy or procedure in pending 
trials and appeals, resulting in binding agency authority unless 
otherwise designated;

• Procedure for nomination, review, and designation of Board 
decisions, other than POP decisions, as precedential or informative; 
and

• Procedure for de-designating precedential and informative 
decisions.
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PTAB anonymous decision 
nomination form



PTAB anonymous decision 
nomination form

• Published September 24, 2020.
• Accessible on the PTAB’s Precedential and 

informative decisions page of the USPTO 
website.

• Allows any member of the public to nominate 
any PTAB decision for precedential or informative 
designation.
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https://gcc01.safelinks.protection.outlook.com/?url=https%3A%2F%2Flnks.gd%2Fl%2FeyJhbGciOiJIUzI1NiJ9.eyJidWxsZXRpbl9saW5rX2lkIjoxMDIsInVyaSI6ImJwMjpjbGljayIsImJ1bGxldGluX2lkIjoiMjAyMDA5MjQuMjc2NzQ5NjEiLCJ1cmwiOiJodHRwczovL3d3dy51c3B0by5nb3YvcGF0ZW50cy1hcHBsaWNhdGlvbi1wcm9jZXNzL3BhdGVudC10cmlhbC1hbmQtYXBwZWFsLWJvYXJkL3ByZWNlZGVudGlhbC1pbmZvcm1hdGl2ZS1kZWNpc2lvbnM_dXRtX2NhbXBhaWduPXN1YnNjcmlwdGlvbmNlbnRlciZ1dG1fY29udGVudD0mdXRtX21lZGl1bT1lbWFpbCZ1dG1fbmFtZT0mdXRtX3NvdXJjZT1nb3ZkZWxpdmVyeSZ1dG1fdGVybT0ifQ.P2ulVez5GdwzRN1oo9Jvt_tF3l6LQkTA-SYn2J4bEL0%2Fs%2F532761881%2Fbr%2F85912352763-l&data=02%7C01%7Ckrista.flanagan%40uspto.gov%7Ca273f6a0cd9a4d8e289608d860a3c8f5%7Cff4abfe983b540268b8ffa69a1cad0b8%7C1%7C1%7C637365603848053290&sdata=tyP2BKluiKu%2BnCxfa1apPm%2FoJ1oEiIJjBCwfg5a0FMU%3D&reserved=0


PTAB anonymous decision nomination form
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Access the PTAB anonymous decision 
nomination form
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Access the PTAB anonymous decision 
nomination form
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Precedential Opinion Panel (POP) request: 
amicus form



POP request: amicus form

• Published November 19, 2020.
• Accessible the PTAB’s Precedential Opinion 

Panel page of the USPTO website.
• Allows the submission of an amicus 

request addressing a pending request for 
POP review.

13

https://gcc02.safelinks.protection.outlook.com/?url=https%3A%2F%2Flnks.gd%2Fl%2FeyJhbGciOiJIUzI1NiJ9.eyJidWxsZXRpbl9saW5rX2lkIjoxMDIsInVyaSI6ImJwMjpjbGljayIsImJ1bGxldGluX2lkIjoiMjAyMDExMTkuMzA3NDk3MzEiLCJ1cmwiOiJodHRwczovL3d3dy51c3B0by5nb3YvcGF0ZW50cy1hcHBsaWNhdGlvbi1wcm9jZXNzL3BhdGVudC10cmlhbC1hbmQtYXBwZWFsLWJvYXJkL2RlY2lzaW9ucy9wcmVjZWRlbnRpYWwtb3Bpbmlvbi1wYW5lbD91dG1fY2FtcGFpZ249c3Vic2NyaXB0aW9uY2VudGVyJnV0bV9jb250ZW50PSZ1dG1fbWVkaXVtPWVtYWlsJnV0bV9uYW1lPSZ1dG1fc291cmNlPWdvdmRlbGl2ZXJ5JnV0bV90ZXJtPSJ9.7p4JTWzD_-cABKKt5nrjZhPKuYfOYq6sgbSEKexng_4%2Fs%2F532761881%2Fbr%2F90061917267-l&data=04%7C01%7Ckrista.flanagan%40uspto.gov%7C604837b73cf94675243408d88c9120cf%7Cff4abfe983b540268b8ffa69a1cad0b8%7C1%7C0%7C637413902245184214%7CUnknown%7CTWFpbGZsb3d8eyJWIjoiMC4wLjAwMDAiLCJQIjoiV2luMzIiLCJBTiI6Ik1haWwiLCJXVCI6Mn0%3D%7C1000&sdata=Ac%2Fa3PMhwQVlnusQRVWgpDwpjpdjCDksJh50s5dizwQ%3D&reserved=0


POP request: amicus form
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POP request: amicus form vs. 
POP amicus brief
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POP request: 
amicus form

POP amicus brief

Timing Filed before 
decision whether 
to grant POP 
review

Filed after POP 
review is granted

Reason filed Can explainwhy 
POP review 
should be granted 
or denied

Can explain how 
the POP should 
decide the 
issue(s) presented



Access the POP request: amicus form
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Access the POP request: amicus form
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Question/comment submission

• To send in questions or comments during 
the webinar, please email:
– PTABBoardsideChat@uspto.gov
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Motion to Amend (MTA) pilot 
program preliminary results



Highlights of MTA pilot program

20

• New program provides patent owner (PO) with two options 
not previously available:  

1. PO may choose to receive preliminary guidance (PG) from Board on its 
motion to amend (MTA).  

2. PO may choose to file a revised MTA (rMTA) after receiving petitioner ’s 
opposition to initial MTA and/or after receiving Board’s PG (if requested).

• Pilot program applies to all AIA trials instituted on 
or after publication date of the notice 
(i.e., March 15, 2019)



40
4%

62
7%

340
36%

507
53%

949
Trials

Completed trials with MTA
Pending trials with MTA
Pending trials without MTA
Completed trials without MTA

MTA filings 
(Pilot: Mar. 15, 2019 to Sept. 30, 2020)
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In how many trials are MTAs filed?

Trials reflect institutions between March 15, 2019 and June 30, 2020. The outcomes of 
decisions on institution responsive to requests for rehearing are incorporated.



MTA subsequent developments 
(Pilot: Mar. 15, 2019 to Sept. 30, 2020)
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31
77%

1
3%

8
20%

40
Total

Decided
Consolidated
Withdrawn or Settled



Pilot options include requests for preliminary guidance (PG) and revised MTAs.
Dispositions reflect MTAs substituting claims.

MTA dispositions, by option 
(Pilot: Mar. 15, 2019 to Sept. 30, 2020)
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Overall With Pilot Option No Pilot Option

22
71%

4
13%

5
16%

31
14

64%

4
18%

4
18%
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Denied Granted in Part Granted

8
89%

1
11%
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14%

29%

36%

11%

Pre-Pilot
Overall

Pilot
Overall

Pilot
with Option

Pilot
No Option

MTA grant rates
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Pilot options include requests for preliminary guidance and revised MTAs.
Grant rate calculated as the percent of MTA dispositions granted or granted in part.



Petitioner did meet 
burden

19
73%

PO did not 
meet burden

3
12%

Denial of claim substitution, by party’s burden 
(Pilot: Mar. 15, 2019 to Sept. 30, 2020)
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This diagram reflects instances where Petitioner met its burden to show unpatentability
or Patent Owner failed to meet its burden on the statutory and regulatory requirements.

Both
4

15%



Patent
Owner

3
12%

Reasons PO did not meet burden
(Pilot: Mar. 15, 2019 to Sept. 30, 2020)
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Both
4

16%

1

6

0

0

0

0

0

1

6

Claims Appendix Defects

Other

Unreasonable Number of Substitute Claims

Enlarge Scope of Claims

Nonresponsive to a Ground of Unpatentability

Substitutes for Unchallenged Claims

New Matter or No Written Description

Sole PO Reason One of Multiple PO Reasons



Patent
Owner

3
12%

Reasons Petitioner did meet burden
(Pilot: Mar. 15, 2019 to Sept. 30, 2020)
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Both
4

16%

3

17

0

0

2

4

20

Other

101

Enablement

Indefiniteness

102/103

Sole Pet. Reason One of Multiple Pet. Reasons



MTA pilot data
(Mar. 15, 2019 to Sept. 30, 2020)
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24, 24%

78, 76%

Number of MTAs filed under pilot program

MTAs without PG Request

MTAs with PG Request



Patent owner filings after preliminary guidance
(Mar. 15, 2019 to Sept. 30, 2020)
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12, 21%

44, 79%

PO filings after preliminary guidance

PO reply

RMTA

Note: rMTAs # include one IPR 
where PO filed a rMTA, but no PG.



Takeaways from MTA pilot program 
preliminary data
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• POs file MTAs in about the same percentage of 
instituted trials.

• POs have elected one or both pilot options in 
the vast majority of trials.

• POs choosing at least one pilot option are more 
likely to have MTAs granted for at least one 
proposed substitute claim.



Question/comment submission

• To send in questions or comments during 
the webinar, please email:
– PTABBoardsideChat@uspto.gov
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Multiple Petitions Study



Multiple petitions

• How “successful” are multiple petition strategies for 
petitioners?

• “Challenge”: one petitioner vs. one patent

• Serial petitions
– Same petitioner vs. same patent, filed > 90 days apart

• Parallel petitions
– Same petitioner vs. same patent, filed <= 90 days apart
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Serial petition: petitioner’s result
Filed > 90 days apart

1st Petition Serial Petition

Success

Success

Failure

Failure

+

+

+

+

=

=

=

=

Reported Result of Attempt

Inst

Deny

Inst

Inst

Inst

Deny

Deny

Deny
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Serial petitions

• General Plastic designated FY17
• Compare FY16 with FY17
• Compare to current
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Serial petitions

FY Challenges
Serial 

petition 
attempts

Attempt 
rate

Serial petition 
successes

Success 
rate

Metrics for analysis:
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Serial petitions

Challenges Serial petition 
attempts

Attempt 
rate

Serial petition 
successes

Success 
rate

FY16 1232 89 7% 46 52%

FY17 1160 86 7% 26 30%

FY20 938 21 2% 7 33%
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Serial petitions

• What made a successful serial petition in 
FY20?
– Patent Owner (PO) asserts new claims in D.Ct (2).
– PO does not contest adding one or two claims 

(2).
– Filing an IPR after CBM found ineligible and 

merits not reached (3).
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Serial petitions

• Observations
– Success rate dramatically dropped after General 

Plastic.
– Attempt rate dropped after success rate 

dropped.
– Serial petitions were successful when the scope 

of D.Ct litigation is in flux, or to correct minor 
errors and omissions.
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Parallel petition: petitioner’s result

Inst Inst Inst

Inst Inst

Inst

Deny

Deny Deny

Deny Deny Deny

Filed <= 90 days apart

=  Success

=  Success

=  Failure

=  Failure

[order does not change result]
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Parallel petitions

• Comcast v. Rovi: mid-FY19
• Trial Practice Guide update: late FY19
• Compare FY18, FY19, FY20

41



Parallel petitions

Challenges
Parallel 
petition 
attempts

Attempt 
rate

Parallel 
petition 

successes

Success 
rate

FY18 1178 182 15% 89 49%

FY19 1033 206 20% 112 54%

FY20 938 145 15% 43 30%

Note: The average number of petitions filed in a parallel petition attempt was 2.22 in FY18; 2.37 in FY19; and 2.28 in FY20.
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Parallel petitions

• What made a successful parallel petition in 
FY20?
– Large number of claims/complex claim set (11)
– Prior art eligibility/Antedation Issues (12)
– PO did not contest (20)
– PO asserted new claims in DCt (1)
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Parallel petitions

• Observations
– Attempt and success rate has fallen.
– Over 2/3 of parallel petitions were to cover non-

overlapping claim sets on the same art.
– About 1/3 of parallel petitions were to cover 

uncertain prior art status (e.g., antedation or prior 
art eligibility).

– If a parallel petition is granted, 90% of the time two 
petitions were instituted in total.
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Question/comment submission

• To send in questions or comments during 
the webinar, please email:
– PTABBoardsideChat@uspto.gov
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