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COMMENTARY

proceeding. Perfecting an appeal requires an under-

standing of certain deadlines, which may change if a 

request for rehearing is filed with the PTAB, as well as 

an understanding of the different filings that must be 

made in several different venues.2 This Commentary 

also addresses the current state of Federal Circuit 

review in PTAB appeals thus far.

The Deadlines for Filing a Request for 
Rehearing and a Notice of Appeal
The first important deadline after the PTAB issues a 

final written decision is the deadline for filing a request 

for rehearing of the decision. A request for rehearing is 

not an appeal; instead, it provides a party dissatisfied 

with the final written decision an opportunity to ask the 

PTAB to reconsider its decision in view of matters that 

the PTAB may have misapprehended or overlooked.3 

The request for rehearing must be filed within 30 days 

of the date on which the PTAB issued the final written 

decision, and the party requesting rehearing does not 

need to seek prior authorization from the PTAB to file 

the request.4 Within the allotted 15 pages, the party 

seeking rehearing “must specifically identify all mat-

ters the party believes the Board misapprehended 

or overlooked, and the place where each matter was 

previously addressed in a motion, an opposition, or a 

Given the statutory mandate that post-grant proceed-

ings before the United States Patent and Trademark 

Office’s (“USPTO”) newly instituted Patent Trial and 

Appeal Board (“PTAB”) conclude within one year of 

institution of the patent’s review, appeals from PTAB 

decisions, and decisions in those appeals, will become 

increasingly routine. Indeed, statistics show that, 

whether an inter partes review (“IPR”), covered business 

method (“CBM”) review, or post-grant review (“PGR”), 

PTAB proceedings are regularly being appealed. 

Currently, at least 60 percent of PTAB final written deci-

sions have been appealed by one or both parties. All of 

these appeals will be heard by the United States Court 

of Appeals for the Federal Circuit. In the America Invents 

Act that created these new proceedings, Congress 

granted the Federal Circuit exclusive jurisdiction over 

appeals from IPRs, CBM reviews, and PGRs.1

Because the result of any post-grant proceeding is 

likely to be appealed, it is important to understand 

in advance how to perfect such an appeal and what 

an appeal to the Federal Circuit entails. Although IPR, 

CBM review, and PGR are trial-like proceedings, an 

appeal from these proceedings differs in many signifi-

cant respects from an appeal of a district court deci-

sion. This Commentary provides an overview of the 

process of appealing a final written decision in a PTAB 
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reply.”5 “The burden of showing a decision should be modi-

fied lies with the party challenging the decision.”6

If a request for rehearing is not filed, then a notice of appeal 

must be filed within 63 days from when the PTAB issued its 

final written decision.7 If a request for rehearing is filed, how-

ever, the deadline for filing a notice of appeal depends on 

when that request is decided. Instead of the 63-day appeal 

period being triggered upon issuance of the final written 

decision, that period is stayed until the PTAB acts on the 

request for rehearing.8 Thus, a request for rehearing gener-

ally extends the time for filing an appeal, and often by as 

much as 30 to 45 days if the PTAB takes that long to decide 

the rehearing request.

The time for filing an appeal may also be extended if another 

party files a notice of appeal first. Under PTAB regulations, 

“[a]ny notice of cross-appeal is controlled by Rule 4(a)(3) 

of the Federal Rules of Appellate Procedure, and any other 

requirement imposed by the Rules of the United States Court 

of Appeals for the Federal Circuit.”9 Federal Rule of Appellate 

Procedure 4(a)(3) provides that “[i]f one party timely files a 

notice of appeal, any other party may file a notice of appeal 

within 14 days after the date when the first notice was filed, or 

within the time otherwise prescribed by this Rule 4(a), which-

ever period ends later.” Accordingly, if another party timely 

files a notice of appeal within the 63-day period, but with less 

than 14 days until the end of that period, the time for any other 

party to appeal (i.e., a “cross-appeal”) will extend beyond that 

period by enough days to provide that party at least 14 days 

to file its notice of cross-appeal.

30 to 45 days
(or more)
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Fig. 1 – The Effect of a Request for Rehearing on the Notice of Appeal Deadline
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The Necessary Venues and Requirements for 
Filing a Notice of Appeal
Once a party decides to appeal to the Federal Circuit, it must 

file a notice of appeal in several different venues that com-

plies with various requirements of the USPTO and the Federal 

Circuit. This differs from district court litigation in which the 

notice of appeal and filing fee are filed only in the district court. 

With respect to its contents, the notice of appeal must 

specify the party or parties taking the appeal, designate 

the decision(s) that are being appealed, identify the Federal 

Circuit as the court to which the appeal is taken, and contain 

the counsel’s name, current address, and telephone number.10 

Additionally, the notice must provide sufficient information to 

allow the USPTO director to determine whether to intervene 

in the appeal.11 Typically, to comply with these requirements, 

the notice of appeal will specify the PTAB decisions that are 

being appealed as well as list the issues on appeal.

As for where to file and serve the notice of appeal, the appel-

lant must file the notice with the USPTO director by mailing it 

to, or serving it by hand upon, the Office of General Counsel 

of the USPTO.12 The appellant must also file a copy of the 

notice with the PTAB, doing so electronically via the USPTO’s 

Patent Review Processing System.13 The notice also must be 

served on each opposing party.14 Finally, simultaneously with 

filing the notice in the USPTO, the appellant must provide 

three copies of the notice to the Clerk of the Court for the 

Federal Circuit, along with the docketing fee.15 Currently, the 

docketing fee is $500.16

The Record on Appeal

In a PTAB appeal, the record on appeal is limited to (i)  the 

order involved, (ii) any findings or reports on which the order 

is based, and (iii) the pleadings, evidence, and other parts of 

the proceedings before the PTAB.17 Within 40 days of receiv-

ing a notice of appeal, the USPTO director must transmit to 

the Federal Circuit a certified list of documents comprising 

the record.18 

Before briefing or compiling the appendix, the parties are 

required to review the record to determine whether any mate-

rial previously under seal may be unsealed and made public 

for the appeal, and to certify to the Federal Circuit their com-

pliance with this requirement.19 

Briefing and Arguing an Appeal
Once the Federal Circuit receives the certified list from the 

USPTO, it dockets the appeal, and at that point the appeal 

will generally take between nine and 12 months to reach a 

decision resolving the appeal. The date of docketing triggers 

several deadlines. First, each party to the appeal must file 

entries of appearance and a certificate of interest within two 

weeks of the date of docketing. The date of docketing also 

triggers the briefing schedule. 

Unless the parties seek extensions or request a different 

briefing schedule for their case, the briefing schedule pro-

ceeds as follows: The appellant’s opening brief is due within 

60 days of docketing, the appellee’s response brief is due 40 

days after the appellant’s brief is served, and the appellant 

0 63

Final
Written

Decision

Party A’s
Notice of
Appeal

Party B’s
Cross-
Appeal

Deadline

Fig. 2 – Possible Extension of the Notice of Appeal Deadline for a Notice of Cross-Appeal



4

Jones Day Commentary

may then serve and file a reply brief within 14 days after ser-

vice of the appellee’s brief.20 Additionally, the appellant must 

file and serve a joint appendix within seven days after the last 

reply brief is filed.21 

In the case of a cross-appeal, the briefing schedule is 

extended somewhat and includes four briefs rather than 

three. After the appellant’s opening brief, the cross-appel-

lant’s brief, still due within 40 days, includes its response to 

the appellant’s brief and the cross-appellant’s own issues; 

the appellant’s reply brief, now due within 40 days, includes 

its reply and its response to the cross-appellant’s issues. 

Thereafter, the cross-appellant may file a reply brief on its 

issues within 14 days.22 Given the additional issues on appeal, 

the page and word limits are extended somewhat.23 

The USPTO has a right to intervene in an appeal from the 

PTAB.24 If it does, the deadline for its brief would generally 

track the brief of the party it is supporting.

Under the Federal Rules, the Federal Circuit has discretion to 

decline oral argument if the panel unanimously agrees that 

argument is unnecessary,25 but in practice, the court orders 

argument in all patent cases if requested by the parties and 

they are available for argument. When oral argument is held, 

it typically will be set within three months of the filing of the 

joint appendix, and the parties will receive notice of the argu-

ment date approximately six weeks in advance. Given the 

influx of appeals from PTAB proceedings, it remains to be 

seen whether the Federal Circuit will decide some cases on 

the briefs and if the length of an appeal increases due to a 

backlog for oral argument.

Federal Circuit Review in PTAB Appeals Thus Far
The Federal Circuit’s February 4, 2015, decision in In re Cuozzo 

Speed Technologies, LLC was its first decision addressing a 

final written decision of the PTAB in a post-grant proceed-

ing.26 Cuozzo Speed decided two important issues for IPRs. 

First, the court held that 35 U.S.C. § 314(d) “prohibits review of 

the decision to institute IPR even after a final decision,” based 

on the statutory text of the AIA.27 Second, the court held that 

the PTAB is permitted to apply the broadest reasonable inter-

pretation standard in claim construction for unexpired pat-

ents in IPRs.28 

Cuozzo Speed was also one of the first Federal Circuit deci-

sions to apply the more deferential standard of review for 

claim construction set forth by the U.S. Supreme Court in Teva 

Pharmaceuticals U.S.A., Inc. v. Sandoz, Inc.29 Specifically, the 

court will “review underlying factual determinations concern-

ing extrinsic evidence for substantial evidence and the ulti-

mate construction of the claim de novo.”30 On the merits, the 

Federal Circuit will similarly “review the Board’s factual find-

ings for substantial evidence and review[s] its legal conclu-

sions de novo.”31 “Substantial evidence means ‘such relevant 

evidence as a reasonable mind might accept as adequate to 

support a conclusion.’”32 

Before Cuozzo Speed, decisions by the Federal Circuit in 

PTAB proceedings all concerned issues before a final written 

decision—namely, challenges to the PTAB’s decision whether 

to institute trial in a post-grant proceeding or evidentiary or 

other interim rulings, such as the denial of a motion request-

ing additional discovery or a motion to submit supplemen-

tal information.33 Whether made by a writ of mandamus or a 

direct appeal, to date the Federal Circuit has rejected these 

efforts, reserving them for appeals after a final written deci-

sion issues. As the Federal Circuit continues to issue deci-

sions in appeals from the PTAB’s final written decisions, the 

jurisprudence in this area will grow, providing further guid-

ance to parties in PTAB proceedings and in appeals from 

those proceedings.
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