
 

Proposed Amendments to 35 U.S.C. § 315(e) 

(Renumbered as Subsection 35 U.S.C. § 315(f)) 

(Relating to Estoppel and Deference to Federal Court Judgments) 

 

35 U.S.C. 315 RELATION TO OTHER PROCEEDINGS OR ACTIONS … 

(d) (e) MULTIPLE PROCEEDINGS.--Notwithstanding sections 135(a), 251, and 252, and chapter 30, 

during the pendency of an inter partes review, if another proceeding or matter involving the patent is 

before the Office, the Director may determine the manner in which the inter partes review or other 

proceeding or matter may proceed, including providing for stay, transfer, consolidation, or termination 

of any such matter or proceeding.  

(e) (f) ESTOPPEL.— 

 (1) PROCEEDINGS BEFORE THE OFFICE.--The petitioner in an inter partes review of a claim 

in a patent under this chapter that results in a final written decision under section 318(a), or the real party 

in interest or privy of the petitioner, may not request or maintain a proceeding before the Office with 

respect to that claim on any ground that the petitioner raised or reasonably could have raised during that 

inter partes review.  A person petitioning for an inter partes review of a claim in a patent under this 

chapter, or the real party in interest or privy of the petitioner, may not petition for a subsequent inter 

partes review before the Office with respect to that patent on any ground that the petitioner raised or 

reasonably could have raised in the initial petition, unless, after the filing of the initial petition, the 

petitioner, or the real party in interest or privy of the petitioner, is charged with infringement of 

additional claims of the patent. 

 (2) CIVIL ACTIONS AND OTHER PROCEEDINGS.--The petitioner in an inter partes review 

of a claim in a patent under this chapter that results in a final written decision under section 318(a), or 

the real party in interest or privy of the petitioner, may not assert either in a civil action arising in whole 

or in part under section 1338 of title 28 or in a proceeding before the International Trade Commission 

under section 337 of the Tariff Act of 1930 that the claim is invalid on any ground that the petitioner 

raised or reasonably could have raised during that inter partes review.    A person petitioning for an inter 

partes review of a claim in a patent under this chapter that results in an institution decision under section 

314, or the real party in interest or privy of the petitioner, may not assert either in a civil action arising in 

whole or in part under section 1338 of title 28 or in a proceeding before the International Trade 



 

Commission under section 337 of the Tariff Act of 1930 (19 U.S.C. 1337) that the claim is invalid based 

on section 102 or 103 of this title, unless the invalidity argument is based on allegations that the claimed 

invention was in public use, on sale, or otherwise available to the public before the effective filing date 

of the claimed invention. 

   


